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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of invention Group I, claims 13-19 and 43-54, in 
the reply filed on 2 August 2007 is acknowledged. The traversal is on the ground(s) that 
each proposed group is classified in identical classes and sub-classes and there is no 
serous burden in examining all groups. This is not found persuasive because each 
group is directed to a different passivation solution with different coating components 
and a different pH range. Therefore, although the classification for each proposed 
group might be the same, the search direction for each group is very different. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 55-72 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention Groups ll-IV, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 2 August 2007. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Merchant etal. US 6,221,176 B1 (Merchant). 
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Merchant teaches a metal surface treatment solution comprising oxidizers such 
as sodium nitrate and pH buffer agents such as sodium hydroxide (col. 6 line 30 - col. 7 
line 18). 

Regarding claims 13-14, the treatment solution of Merchant contains the same 
pH buffering solution and the sodium nitrate as claimed. Therefore, the treatment 
solution of Merchant anticipates instant claims 13-14. In addition, the preamble "for 
forming an amorphous oxide layer over an implantable device" merely states the 
intended use for the claimed passivation solution, therefore, does not lend patentable 
weight to the instantly claimed passivation solution. Furthermore, since the treatment 
solution of Merchant contains the same components, one of ordinary skill in the art 
would also find it capable of forming an amorphous oxide layer over an implantable 
device as claimed. 

Claim Rejections - 35 (JSC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 13-17 and 43-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heimann et a). US 5,938,976(Heimann). 

Heimann teaches a metal surface treatment solution to form a corrosion resistant 
coating containing an amorphous phase(abstact), wherein the treatment solution 
comprises precursors such as compounds having cations of Group I metals anions such 



Application/Control Number: 10/827,149 Page 4 

Art Unit: 1793 

as nitrate and carbonates(col. 3 lines 7-15). Heimann's treatment solution further 
comprises pH buffers such as sodium hydroxide and sodium hydrogen carbonate(i.e. 
sodium bicarbonate)(col. 4 lines 32-46, Tables A-B). 

Regarding claims 13-14, even though Heimann does not explicitly teach the 
claimed sodium nitrate in the coating solution, one of ordinary skill in the art would have 
found the addition of the claimed sodium nitrate in the coating solution of Heimann 
obvious and with expected success since Heimann teaches that suitable cations for the 
its precursor are Group I metals, which include sodium, and anions such as nitrate. 
Therefore, the precursors in the coating solution of Heimann encompass the claimed 
sodium nitrate. In addition, the preamble "for forming an amorphous oxide layer over an 
implantable device" merely states the intended use for the claimed passivation solution, 
therefore, does not lend patentable weight to the instantly claimed passivation solution. 

Regarding claim 48, Heimann further teaches that sodium carbonate can also be 
used in the treatment solution(col. 7 lines 60-63, example 8) and the pH of the 
passivation solution is 8-12 for ion based alloys(col. 7 lines 51-54). Therefore, the pH of 
the treatment solution as taught by Heimann overlaps the claimed pH as recited in claim 
48. A prima facie case of obviousness exists. See MPEP 2144.05. The selection of 
claimed pH range from the disclosed range of Heimann would have been obvious to 
one skilled in the art since Heimann teaches the same utilities in its' disclosed pH range. 

Regarding claim 49, the recited limitation is directed to how the claimed 
passivation solution is being used and does not impart any specific compositional, 
structural or material limitation to the instantly claimed passivation solution. Therefore, 
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the process limitation as recited in claim 49 does not render the instant claim 
patentable. 

Regarding claims 15-17, 43-47 and 50-54, Heimann further teaches that the 
precursor(i.e. sodium nitrate and sodium carbonate) is present in an amount of about 1 
to about 60wt% and the pH buffer additives(i.e. sodium bicarbonate and sodium 
hydroxide) is present in an amount of about 1 to about 60wt%(col. 4 lines 25-41). 
Therefore, the amount of sodium nitrate, sodium carbonate, sodium bicarbonate and 
sodium hydroxide as taught by Heimann overlap the claimed sodium nitrate, sodium 
carbonate, sodium bicarbonate and sodium hydroxide concentrations. In addition, the 
ratio calculated from the concentrations of sodium bicarbonate, sodium carbonate and 
sodium hydroxide in the treatment solution of Heimann would have overlapped the 
claimed ratio of sodium bicarbonate, sodium carbonate and sodium hydroxide. 
Therefore, a prima facie case of obviousness exists. See MPEP 2144.05. The 
selection of claimed individual component concentration ranges and the ratio range 
from the disclosed ranges of Heimann would have been obvious to one skilled in the art 
since Heimann teaches the same utilities in its disclosed sodium nitrate, sodium 
carbonate, sodium bicarbonate and sodium hydroxide concentration ranges. 
7. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heimann and further in view of Sako et al. US 2003/0213533 A1(Sako). 

The teachings of Heimann are discussed in paragraph 6 above. However, 
Heimann does not teach the presence of nitric acid and hydrochloric acid in the 
treatment solution. 
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Sako also teaches a metal treatment composition for corrosion inhibition 
(abstract). Sako further teaches that nitric acid, hydrochloric acid and sodium hydroxide 
can be added to the treatment solution for the purpose of adjusting pH(paragraph 
[0059]). 

Regarding claims 18-19, one of ordinary skill in the art would have found it 
obvious to use a combination of nitric acid, hydrochloric acid and sodium hydroxide as 
taught by Sako in the coating solution of Heimann with expected success since Sako 
teaches tht nitric acid, hydrochloric acid and sodium hydroxide are all used in a coating 
solution for the purpose of pH control. See MPEP 2144.06. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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